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Wf-marks/Argnment 
The above identified Office Action has been received, the references carefully 

considered, and the Examiner's comments carefully weighed. In this regard, it is contended that 
all bases of rejection set forth in the Office Action have been traversed and overcome. 
Accordingly, reconsideration and allowance of all claims are respectfully requested in view of 
the following remarks. 

Rpjprtinnt under 3S USC S 112 

According to the Office Action, Claims 1.13, 15, 17, 23, 25, 31 and 35 have been 
rejected for lacking antecedent basis as follows: 
Claim 1 recites "percentage"; 
Claim 13 Tecites "excess shares" in Claim 10; 

Claim 15 recites "selections" and "orders"; 
Claim 17 recites "sales orders" in Claim 16; 
Claims 23 and 25 recite "monetary value"; 

Claim 31 recites "responses", "appropriate customized portfolio composition", "amount", 
"number of shares", "percentage", and "purchase orders"; 

Claim 35 recites "appropriate customized portfolio composition" in Claim 31; and 

all other Claims for their dependency upon rejected Claims. 
Applicants have amended the listed Claims, and Claim 16 from which Claim 17 depends, as 
indicated above. These amendments were made to clarify the subject matter which the 
Applicants regard as their invention. Accordingly, Applicants request that these rejections be 
withdrawn. 
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Rpj prtions under 35 USC S 103 
According to the Office Action, Claims 1-5, 7, 9, 1 1-12, 14-19 and 22-37 are rejected 

under 35 U.S.C 103(a) as being unpatentable over Lucas (U.S. Patent No. 4,751,640) in view of 

O'Shaughnessy (U.S. Patent No. 5,978,778) and Sharebuilder. 

Applicants respectfully traverse each of the aforesaid grounds for rejection under 35 

U.S.C. 103, for the reasons set forth below. 

Discussion of the References at Issue: 

Lucas et al. ("Lucas") is directed to an automated investment system that allows bank 
customers to select an amount of money to invest to achieve a selected rate of return at a selected 
maturity date. The money is then invested in "interest bearing and discounted securities and 
instruments." See column 2, lines 26-28. 

Applicants respectfully disagree with the Examiner that the Lucas reference discloses: 

(a) "displaying said percentages for each portfolio" - Page 3 of the Office Action: 
Nothing in Lucas discloses or discusses "percentages for each portfolio" whatsoever. Examiner 
admits at page 6 of the Office Action that Lucas "does not disclose . . . determining or having 
determined the percentage that each holding represents of the total value of each portfolio." 
Accordingly, the Lucas reference cannot disclose "displaying" a percentage when the Examiner 
admits it does not disclose "determining or having determined" a percentage. 

(b) "wherein bv investing money in a particular portfolio, an investor becomes an owner of 

Slock in the holdings containe d m said portfolio" - Page 3 of the Office Action: 

Nothing in Lucas discloses that the investor becomes an owner of any individual holding in the 

investment. In fact, Lucas specifically discloses purchasing and owning "an investment vehicle" 

instead of becoming an owner of individual holdings, because of the legal impediments and 
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associated negatives with owning individual holdings. See column 1, line 54 to column 2, line 
17. 

(c) ^ p «.« -yr*~ »f shares of for* phased by said investors.into. 
^y ^r-sT accounts" - Page 3 of the Office Action: 

In addition to the lack of any reference to "stock" in Lucas as discussed below, Lucas does not 
teach allocating the holdings to the investor's account, as claimed by Applicants. Lucas 
specifically teaches the transfer of holdings to a "safekeeping account" and not the investor's 
account. See column 3, lines 7-11. When the investment vehicle matures, the money is 
transferred to the investor's account See column 3, lines 12-20. 

(d) *- y tn a "stock" or "stock po rtfoliol-Pages 3-6 of the Office Action: 

As discussed above, nothing in the Lucas reference discloses a "stock portfolio" or references 
anything to do with "stock" whatsoever. Further, it is undisputed that Lucas does not disclose 
"creating or having created one or more stock portfolios." (See page 6 of the Office Action). 
Accordingly, Applicants respectfully submit that the Lucas reference cannot disclose any of the 
Claim limitations relating to "stock" or "stock portfolios" as contended by the Examiner (e.g., 
"allocatingtheappropriatenumberofsharesofstock," "computer operated second subsystem 

adapted to display said one or more stock portfolios"). 

Lucas discloses an investment system in which an investor can browse and purchase 
investments, which are made up of "interest bearing and discounted securities and instruments." 
Sec column 2, lines 26-28. The information presented to the investor is composed of (i) the 
maturity periods of the investments, and (ii) the rates of return. See column 2, lines 62-64. The 
component parts of the investment are transparent to the investor; the investor is merely choosing 
an investment with a certain maturity period and rate of return. 

IS 
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O'Shaughnessy discloses an automated system for investing in stocks. All stocks meeting 
certain criteria are analyzed and then sorted according to another set of criteria. A number of the 
stocks at the top of the list are then purchased in equal amounts of money to create a portfolio of 
stock, After a period of time, the stocks are re-analyzed and re-sorted and the stock, at the top 
of the new list are purchased in equal amounts of money to create a new portfolio of stocks.- See 

column 14, lines 21-29. 

Shareholder appears to be an on-line brokerage where an investor may purchase 
individual stocks through a compute, It is not clear that Sharebuilder would qualify as prior art, 
smce the only documents presented to Applicants relating to Sharebuilder date from the year 
2003, well after the priority date of this application of May 1 2, 2000. 

Arguments i" Snnnort of Allowance 

The Examiner contends that it would have been obvious, at the time the invention was 

made, to a person having ordinary skill in the art to incorporate a long list of steps that the 

Examiner contends is taught by O'Shaughnessy into the device and method disclosed by Lucas. 

The Examiner further contends that it would have been obvious, at the time the invention was 

made, to a person having ordinary skill in the art to incorporate a long list of elements that the 

Examiner contends is taught by Sharebuilder into the device and method disclosed by Lucas. 

•To combine references (A) and (B) properly to reach the conclusion that the subject 

matter of a patent would have been obvious, case law requires that there must be some teaching, 

suggestion, or inference in either reference (A) or CB), or both, or knowledge generally available 

to one of ordinary skill in the relevant are that would lead one skilled in the art to combine the 

relevant teachings of references (A) and (B). Consideration must be given to teachings in the 

references that would have led one skilled in the art away from the claimed invention. A claim 

16 

PAGE 1 W27 ' RCVD AT 3/10/20M 4:50:03 PM pastern Standard Time] * SVR:USPTO-ff XRF-1/2* DN1S:8729306 * CSID:248 433 7274 * DURATION (mm«s):07^4 



# 

Mflrf , lB?-2004 4:55 PM FR DICKINSON WRIGHT PLLC33 7274 TO 2tt348»9 1 70387293 P, 

T ' mAtM Attorney Docket No.: 71292.0001 

U.S. Application No.: 09/734,923 

cannot properly be used as a blueprint for extracting individual teachings from references." 
Ashland Oil, Inc. v. Delta Resins & Refractories, Inc. 776 F.2d 281, 227 U.S.P.Q, 657 (Fed. Cir. 
1985). 



i O'Shaughnessy , ™H Shsrebuilrter are not Combinable 

Lucas is not combinable with O'Shaughnessy since Lucas does not suggest the teachings 
of O'Shaughnessy and O'Shaughnessy does not suggest the teachings of Lucas. 

Lucas teaches the purchase of a newly created "investment vehicle" that is composed of 
individual holdings. When purchasing the investment vehicle, the investor becomes owner only 
of the investment vehicle, and not of the individual holdings. O'Shaughnessy discloses the 
purchasing of individual stocks to create a portfolio. Nothing in these references suggests that 

the references should be combined. 

Further, even if combinable, these references teach away from the invention as claimed 
by Applicants. The combination of Lucas and O'Shaughnessy would teach an investment 
vehicle composed of stocks in which an investor can invest money whereby the investor owns 
only the investment vehicle and not the individual stocks. This is a mutual fund arrangement, 
whichisacknowledgedaspriorartonpage2,lines7-l3oftheapplicationasfiled. The 

invention as claimed is distinct from this combination because the investor purchases a created 
portfolio, whereby he or she becomes an owner of the individual holdings of that portfolio. This 
is a novel and non-obvious invention. 

Lucas is not combinable with Shareholder since Lucas does not suggest the teachings of 
Shareholder and Shareholder does not suggest the teachings of Lucas. 

As stated above, Lucas teaches the purchase of a newly created "investment vehicle" that 

is composed of individual holdings. When purchasing the investment vehicle, the investor 
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becomes owner only of the investment vehicle, and not of the individual holdings. Sharebuilder 
discloses the purchasing by computer of individual stocks in small amounts to create a portfolio. 
Nothing in these references suggests that the references should be combined. 

It is not clear if Sharebuilder is prior art to this application, as discussed above. Even if it 
is prior art and combinable with the Lucas reference, the references teach away from the 
invention as claimed by Applicants. The combination of Lucas and Sharebuilder would teach an 
investment vehicle composed of stocks in which an investor can invest money whereby the 
investor owns only the investment vehicle and not the individual stocks. This is a mutual fund 
arrangement, which is acknowledged as prior art on page 2, lines 7-13 of the application as filed. 
The invention as claimed is distinct from this combination because the investor purchases a 
created portfolio, whereby he or she becomes an owner of the individual holdings of that 
portfolio. This is a novel and non-obvious invention. 

Each of the amended independent Claims (i.e., Claims 1, 15, 23 and 31) includes a 
limitation that requires the investor to become an owner of the underlying holdings of the 
portfolio by purchasing the portfolio (i.e., Claim 1 : " wherein by investing the amount of money 
in a particular portfolio, the investor becomes an owner of an amount of each of the holdings 
contained in said portfolio"; Claim 15: " wherein by investing money in a particular portfolio, an 
investor can become an owner of stock in the holdings contained in said portfolio"; Claim 23: 
"receiving an ownership allocation of the appropriate number of shares of stock purchased into 
said account"; and Claim 31 : " wherein said investor becomes an owner of stock in the holdings 
contained in said customized portfolio")- 

Applicants respectfully submit that Claims 1, 15, 23 and 31 as amended are allowable 
since Lucas, O'Shaughnessy, and Sharebuilder, either singularly or in combination, do not 
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disclose the limitations of these Claims. As such, all of the dependent claims from Claims 1, 15, 
23, and 31 should also be allowable. 

Conclusion 

It is respectfully submitted that Applicants have responded in a ftilly satisfactory manner 
to all matters at issue in this Application, and that this Application is now in condition for 
allowance. In this regard, Applicants have made every effort to comply with the requirements 
set forth in the Office Action as well as the statutory requirements. Accordingly, Applicants 
respectfully request that the Examiner enter this Amendment allow the Claims, and pass the 
Application to issue. 

If the Examiner believes that there is any issue which could be resolved by a telephone or 
personal interview, the Examiner is respectfully requested to contact the undersigned attorney at 
the telephone number listed below. 



Respectfully submitted, 

Michael A. Schaldenbrand 
Registration No. 47,923 

DICKINSON WRIGHT PLLC 
1901 LSt.,N.W. 
Suite 800 

Washington, D.C 20036 
Telephone: 248/433-7570 
Facsimile: 248/433-7274 
Date: March 10, 2004 

BLOOMFIELD 7BW-I «HCJ!> 
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